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PATENTS IN RELATION TO PROC!rF~.~.~NT OF k.t~ITIONS 
A~D ~TERIEL 

Since the beginning of recorded history and until 
the World War occurredj military authorities have been ultra 
conserw.tive in the adoption and use of new types of munitions 
and devices of military value - offensive and defensive. 

This can be illustrated by the fact that after the 
introduction of gun powder and firm arms in Europej knights 
in armor meunted on horses armed with hand weapons comprised 
the main £orces of the mi!tary caste~ and it was not until 
Gustavus Adolphu~ in about 1720 taught the world how to use 
infantry am,ned with guns and bayonets to defeat mounted 
soldiers~ that foot soldiers became the main reliance of 
gl~ille S, 

Cortez in the invasion of Nexico used mounted 
soldiers with breast plates and helmets; but carried with 
him crude breech loading cannon and muzzle loading muskets. 

In the ~',ar between the States~ both armies used 
mainly muzzle loadLng smooth bore musketsj althou~;h breach 
io -~" -" In fact some o£ the aumn~ ri~es were known ~nd available. 
soldiers on beth sides we","e armed with flint locks at the 

I p. begin,~ing of im~ war which were no better tl:an the muskets 
that the soldiers under Braddock carried~ more than ane 
hundred years before. 

In the Spanish '~'~ ~,~-:~j many regiments carried single 
~hot Springfie!.d 45 ~im,Jre black powder rifles of short 

• ~, just as range ~nd high traje~to_~ ~ The artillery ~.s 
antiqu,~ted - although smoXeless powder and. ±~epeating a r~ 
had been well develo.pedj and some of them were used by the 
enemy° 

Four and S~x mule-team wagons comprised the highest 
type of trausport,ztion in the Ar.r.yj long after the development 
of co;,~rercial motor vehicles. 

Fo±- many y e a r s  ~,p~ " ' . . . .  , . . . . .  p n o r e  and f l a g  s i g n a l s  c o m p r i s e d  
%he p r i n c i p a l  means o f  army c o r , ~ u n i c a t i o n ~  a l t h o u g h  t h e  
S i g n a l  Corps  d i d  i n t r o d u c e  t h e  f i e l d  t e l e g r a p h  t o ~ ' a r d  t h e  
end of'  t h e  C i v i l  ~ifar f o r  conuT.unica±.ion b e t w e e n  t h e  h e a d -  
q u a r t e r ' s  o f  some o f  t he  p r i n c i p a l  commanders° 



The Na~z was equally conservative. It is said that 
a Board of Naval Officers investigated and tested a steam 
driven war ship and advised adversely on its adoption; 

because the machinery and coal occupied so much space in the 
vessel that there would not be sufficient room for supplies 
for a long cruise notwithstanding the fact that the speed 

of travel made by steam over sails would more than compensate 
for the space thrt it occupied in the distance and tithe 
covered from one port to another. 

The point is that the preponderance of man power 

"~ '~ ' Stonewall was the magor consideration~ Napoleon Lon~.,p~,zte~ , . 
Jackson and General Forrest used the same tactics. As 
stated by Forrest; it ras his strategy - 

"To sit the mostest men thar i~rstest,, 

Aftor the France-Prussian ~,,~..~"~ and our "-~.~..r vS.th 
Spain~ the surviving, Civil War Comm~.nc~..~ ~ ~' .s died or retired] 
g'. ~l~W day -""~ -' ; : ~  ~ ' , .. c~ <,~=ea. },**~-.t toiiov~ed? 

T l e p h o , ~  s 

R ' : . p i d  Fipe Guns 
Hotor Vehicles 

Airpiancsj including all accessories r,:iating 
to propellers; enoines; eun s~mchronizing 
gear; flying instruments; 6round equipmc:nt; 
,<.na o~n..)r devices too numerous to mention 

D~.ri.,, 8lO.~_t~S 

P ~ : . r a c h u t e s  

R ~ d i o  

Sut,Jil~_rl~<~ s 

=~.t~-~.~rcz~..ft ~uns and bomb s~gnts 
r~( o 

Pc ~ s on ..,-~.s 

Flume Thro~rers 

Automatic Rifics [.nd in,r,.n~ other l~l~..t~.a"~ " "~ : devices, 

,~ • ° 

: ' , 7  "" "7  ~ "  r . L  ~ 7  "~ " " °  Mode~m ~,,~_.l±t~.~; a n d  N a v ~ l  AuL~ mr_~t ,1~o ~- " ~.o ,.~elzed upon new 
develof:mcnts and ac!ap+,~. ~ ._ ~:G them to mil-:ta-,y use. They sot up 
within ~ ~ .... , o,J.., several S,:.rvi~s,-.::~ and B~anc~.,o~ -. -~e~.-, experlmental" research 
and ~" ~,-i,~, ,.:.:.ring " " - laboratormes and ~,l..:-=nto designed to v, se and 
il,©ro v,,-: tl'_, era. 

All of ~" ~ '~ ~- onese t,~ouoands of devices ,=nc~'-" ~ ihprovements 
were the product of the inventive faculties of this; and 
other countries; and r,,ost of them were the subject of Letters 
Patent of the United States and foreign countries. 
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The relation between the Gov,~rnment and such patentees 
within and without the Government services~ has been the subject 
of evolution ~d development; and there should probably be a 
further change of policy adopted to encourage further improvements 
and betterments; so that the military and naval services may 
reap the full benefit of modern development. 

For the purpose of discussing the ~ossible changes and 
improved relations betwe~,~n patentees and the Government; it is 
necessary to study the patent system and its relation to the 
public and to the Government. 

l [ , T  T ;, m 

A patent creates a monopoly~ vesting in individuals 
or corporatiens~ the exclusive right to mahe~ use and vend 
in certain lines or to practice some particular art. The 
grants of such monopolies are known as Letters Patent~ that 
is -open or public doc~mlents. 

After the British Crown was prohibited by the Statute 
of Nonopolies of 162S in the reign of James I; from distributing 
monopo!i,~s in trade and co~nodities to Court favorites; the 
onl~ pat<:nts that remained valid related to new inventions 
brought into or produced vrithin the realm and they wore limited 
in t~nure to a definite number of years. 

It. i.s the th<:~o<r of modern patent law that the Govern- 
merit will reward an inventor for producing something that is 
new and useful to mankinJ by extending to him a monopoly for 
a liiI;ited period; after the expiration of which term it becomes 
public property. 

c,~v~r~l of the /;~,erican Colonies before the R~volution 
established Re, tent systems for inventions. The first patent 
granted in Am::~rica occurred in 1641~ by the General Court of 
the }JL~ssachusetts Bay Colony. 

The patent system of the Unit,~d States has its 
.foundation in the Co~-~stitub.ion (~.rt. i, Sec. 8) - 

1'The Congress shall have pov:~r -~":-~'"~'- ,,,,,,,~,,, to pror.lote 
th~ progress of science and usei~ul artsj by securing 
for limited terms to authors and inv:sfltors th~ 
exclusive right to their respective writings and 
discoveries... 
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George ~%ashington in his first inaugural address on April 30, 
1789, said- 

"I can~ot forbear intimating to you the expediency 
of giving effectual encouragementj as well as to 
the introduction of new and useful inventions from 
abroad 3 as. to the exertions of skill and genius in 
producing them at home',. 

The first patent law was ~ enacted April i0~ 1790; and 
many n~.ve' .% been subsequently passed by the Congress 

The first patent of the United States was signed by 
George ::.~shington, Thomas Jefferson ~.na Edmund Randolphj and 
w..o dated January 31, 17<31. ~.brc.h~_m Lincoln applied for and 
w<..s granted a patent. 

Thus it will be seen that the patents system is one 
of the most beneficent i insti9ations of progressive Governments. 
Yet it is sti].l subject to the criticism and opp.osition of many 
persons who are unf~.miliar with its background and public 
benefits; and who ~re inclined to associate it with the immoral 
and arbitrary practices of the Royal Gr:<:.nts of Nonepo!ies 
that rose to such abuse in the reign of Queen Elizabeth of 

A PATEI,]T OF THE UNITED q~ "~ ~ _ . ± ~ _ - ~  IS PROPERTY 

.... -It has been h~id by the Suprem~ Court of the United 
0 4 . .  • ~ "  L-.~ 

o~::~L~o in Crf.mp & Sons vs. Curtis Turbine :Co. (24~ U.S. 28) that 

"The rights sccu-~'ed under the grant of letters 
patent by the United States w{~re proFer%y and 
protected by the gmr.r~.nt~.~~ ~~- of the Constitution 
and not subject therefore to be a~propriated 
even for public use v~ithout adequate compensation.,, 

Something of a conflict with .that stated principle 
occurs with the other ~winciple that the Government in its 
sow~roJ_gn capacity is ilp~nue to suit except ss and under the 
conditions that it consents by .ls~v to be sued. 

Prior to the year 1910 no right to sue the United 
Stat~s fez' tl~e -unauthorized use of a patent existed, and 
the only right of action h~.d to be founded in contract 
express .or i1~@lied. On June 2Sth-of that year an i ct of 

_A 
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Congress ~::as approved by the President; the pertinent parts 
of which provides thc.t - 

"whenever an invention described in and 
coverei-i by a patent of the United. States 
shall hereafter be used by the United 
~ ~4. o~..~es wihhout license of the ovmer 
thereof or lav;ful right to use the ssme; 
such ovmer may recover reasonable 
co~pcnsation for such use by suit in the 
Court of Ciaims. ,' 

Prior to that Act; it was the accepted principle 
that the officer or em~.10y,~=e of the Government who used 
in the Government s<rvice a patented device; became 
personally responsible ~.md il was the purpose of the /~ct 
of ].$i0; to reliev,~ individuals of thnt liability and- 

"to provide ~.~dditional protection of 
owners of patents of the United St r.tes". 

This ]~:ct of 1910 :,~as generally accepted as mrking 
the O'o',~err,~T~iJnt solely responsible for the use of patent 

manufacturers c.nd relieving rights of it's contractors and ' ' 
the l~;L.t,'-~r from anj lis.bility. Some decisions secmed to 
indicate that conclusion. 

Then in %he midst of the ],~ v~ith Germ~,ny; a bomb 
~,as e;<piod<d in the method of procurement of-mt, teriel by 
two d~cisions of the Supreme Court of the United Str.tes; dated 
I.T.crch 4; 1918; to ",',-i%- Cr<~,p & Sons . . . .  v. Curtis Turbine Co. 
(24t U.S. 28) snd ~iarconi v Simon (246 U.S. 46). The, se 

cls_on,-~ i n  e f f e c t  h e l d  th~_t a c o n t r ~ . c t o r  o r  m a n u f a c t u r e r  o f  
~< p~.-t.nt.~;d c ~ r t i c l e  f o r  one Govel~ment  i s  n o t  exempt f rom 
li,~.bilJ.ty to +kie o~'mer for any patents involved. 

These decisions caused const~rm~tlon among contractors~ 
who descended upon goverr~ent officers; and represented that 
they had assumed ~he",r un.~ertsking on the mutual understanding 
that they w-~-'.re i~mme to oatent lltmo~tion; and now, found 
them~,~].ves subject to suits at law and equity for profits and 
dama: . . . .  c ,  

Secretary of %'~i<r BoRer; met the situatien by declaring 
that an cmergcncy existed and directed that contr&~cts be so 
modified as to have the Government assume all liability for the 
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infrin~em~nt of patents necessarily involved in their performance 
and completion. 

The Acting Secretary of the Navy; Frar~clin Dclano 
Roosevelt; on April 20; 1918, addressed the following letter 
to the Ch,..mrm~.n; Co~mlittee on Naval Affair.s; House of 
Representatives : 

"This Department is confronted with a difficult 
situation as a result of a recent decision by 
the Supreme Court affecting the Government's 
rights as to the m~nufacture and use of patented 
inventions~ and it seems necessary that amendment 
be made of the Act of June 25; 1910~ entitled tan 
Act t~ Provide Additional Protection for the 
Owners of Patonts of the United States and for 
o t h e r  Purposes. t , 

~The case in ~r~hich the court's decision was 
rendere~ is that of William Cramp & Sons Ship 
and Engine Building Company; Petitioner; vs 

. ...... • ~ p . y  In~el~]~.tlon~l Curtis Marine Turbine C.'.)m ~.n 
of the United States 3 and the decision is; in 
effect; so f:.r as it is of importc~ce herej 
that a cont~':ctor_~, for the manufacture of a 
p~.'t,~mted article for the Government is not 
ex.~mpt mnless he is only a contributory 
infringer; from injunction and other interference 
through litigation by th:s patentee.,, 

"A prior decision .of the Supreme Court~ that in 
the co.se of Crozier v Krupp~ had been interpreted 
as having the op~,os'ite meaning and th~ Department 
was able up to the time of the later decision; 
}Jarch 4th lastj to proceed satisfactorily ~,,~ith 
the procuring of such patented articles as it 
needed; leaving the matter of compensation to 
patentees for adjustment by direct agreement or 
if necessary by r.~sort to the Court of Cla~.,s 
under the above mentioned Act of 1910. Now; 
bo-.~everj manufacturers ar~ exposed to expensive 
litigation invo!virg the possibilities of 
prohibitive injunction; payment of royalties; 
rendering of accounts; and pa~anent of punitive 
daraages; and t hey are reluctant to take contracts 
tlm~..t r, my bring such sever~ consequences." 
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~ ~ 

~The situation promises serious disadvantages to 
the public inter,~sts and in. order that vital 
activities of this Department may not be restricted 
~mduly at, this time and also with a view to enabling 
dissatisfied patentees to obtain just t~d adequate 
compensation in all cases conformable to the 
declared purpose of said act~ I have the Honor 
to request tht.t the act be amended by the insertion 
of ,.~. prepare provision therefor in the pending nsval 
apf-;ropriation bill." 

:'The dIlan6es desired ar~ shov~ in the accompanying 
draft of provision~ which would~ if inse~ted in 
the naval ap[;,ropriation bill~ accomplish the desired 
result satisfuctorily to the Department~ and 
favorable consideration of this matter is urgently 
requested. 

In response to such request~ an cm1,~-ndment to the 7_ct 
of 1910-,,..~:~s passed by Congress and ap±~roved by the President 
on July ~,~ !918~ -~" ~ "~ o ~nmch p~ oyl~ed that the entire remedy of the 
oml.er of a prtent shall be by suit against the United States 
for re co v,.~r;< of his r,.}~asonable and entire compensation. 

It 1~my be briefly s~,id that several United States Courts 
in several decisions have dismissed suits for infringement of 
patents :<.gainst contr~:,,ctors or manufacturers for the Governmentj 
holding that they were without jurisdiction~ ,und that the 
only right of action lies against the United States. 

~h~n the Suoremc Court of the Unita.~,d ~t~tes in 
Richmond Co. v. Unit'-~d States (decided Janu<ry 3, 1928~ 275 U.S. 
~i) ,:tl"ti~r reviewing the history of tk, e Act of 1918, said: 

"The purpose of the amendment ~ras to relieve 
the contractor entirely from liability of. every 
kind of infringement of patents in manufacturing 
,~.,nything for the Government and to limit the 
ov,:ner of th~ p.~,.tcnt and his assignqs and all 
cl~,:im].ng thlmugh or under him to suit against 
t.hc United Stat<,s in the Court of Claims for 
the recovery of his r(~asonable and entire 
compensation for such use and manufac%,ure.', 

Thus it will be seen that patent rights comprise 
prope~y prot~-cted by the gmaranties of the Constitution; 
that the Oovermnent deliberately abandoned its immunity to 
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suit by the m'mers of patents for their unauthorized use by 
the Act of 1910; and then by the Ijnendment of 1°o18; issumed 
the entire responsibility for the use of patent by its 
contractors; relieved such contractors therefrom 3 and 
discharged the Courts from jurisdiction of such claLms 
against the contractors and placed the entire liability upon 
the Government; which law was initiated by the incumbent 
.President of the United States. -- 

~,"GIA!EEPING DESIGNS 

Prior to the year 1926; the engineers and designers 
of airplanes complained that no recognition was given to 
engin,J~ring development and designs of aircraft whereby 
superior and beneficial results accrued; which organizations 
did not conform to nor rise to the dignity of patentability. 
It ~','as shorn to a Select Cor,~dttee of the Congress that the 
Chief of the Air Corps had undertaken to purchase or compensate 
for enginoering typos ;nd designs; which procedure and expendi- 
tures were disallowed by the Comptroller General, upon the 
theory tm, t no authority vested in a publiC officer to expend 
fuads except in the commuting of a right of action ~.g~-,inst - ~" the 
United States. Inasmuch as there was no .authority in law to 
sue tho Government; either in contract or tort~ such purchases 
were disc.ilowed. In this situation anc] upon the recommendation 
of the Committee~ the Aeronautical 7~ct of !926; extended 
jurisdiction to the Court of Claims to the. claim of any person 
who complsins that his design thereafter developed relating to 
aircraft or any components thereof t::re used or manufactured by 
or for the Gov.ermnent without just compensation from either 
the Government or any other source; may within four years from 
the date of such use file suit in the Court of Claims for the 
rGcoyery of his reasonable and entire compensation.- Therefore; 
d ~ - ~ , - ~ - - ~  , -  ~ o  ~ ~ . ~*~..,~ of. aircraft and component parts tnereof become legal 
Lro~erty s~lewhg,t of th,~ order of Letters Patent. The same 
ls.w L<i~ht well be applied .to other types of mtmitions and 
army sup.pliers. 

&_~-~" P~Z,ESS CLAUSES 

Under the direction of the Secletary of V."~r and the 
advice of the Judge auvoc~.,tu ~ener~,l; and other war time agencies; 
the terms and provisions of procureinunt contracts were modified 
to include what had been termed "se.ve-harlmless clauses,, which 
undertook to express th~ legal relations between or among the 
Goverr~nc~nt~ the contractor with the Government; and the ovmers 
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of patents not in privity with either party, Several types came 
into practice which may be stated in generality --- 

(a) The Government assumed entire responsibility 
for the use o P infringement of patent rights 
invo iye d ; 

(b) The Goverrmlent assumed liability• for patent 
rights involved~ except as to patents owned 
by or in v~hich the contractor was in privi%y~ 
as to which latter the contractor asst~ed 
responsibility; 

(c) In the Air Corps - the Government assumed 
liability excepting as to the patents of the 
~,~ant~lacturers Aircraft Association ~hen the 
contractor was a subscriber and/or ~- " a 

licensee under the Cross License Agreement 
relating to aircraft, 

(d) The Government ass~mled liability for such 
necessary and unavoidable use of patents 
involved or employed in the performance of 
the contract ~hereby it retained a closer 
control of the liability assumed, 

~.~e as it may seem in view of these recitalsj 
violent criticism v~as launched against the practice of using 
the save-harmless clauses notwithstanding the fmct that the 
Court of C! ~'' ~,ust~mnec. the ~.,.mms of the United States had ~ '~" ' 
practice in an adjudicated case -Winchester Repes~ting ~rms 
Company V The United St~ tesj decidedApril i0~ 1916~ which 
held: 

Syllabus: 

"V~here in ~n indemnif~ying contract~ the Government 
agrees to hold 'har~mless' the manufacturers against 
suits for patent infringement~ it is an express 
covenant u t~on their .part to assume all expenses 
incident to ~n attack by alleged patentees~ s~d 
plaintiff ~~as entitled to the ~ail consideration 
of the cont.ract undiminished by the cost of defending 
suits for infringement of patent," 

"V~hile lhe circuit court is oowerless to allow 
attorneys l fees as part of the costs in patent 
itmgc~umon~ said costs were included in the express 

and independent agreement between the parties to 
hold harmless from suits for infringement of patentj 
~nd said agreement contemplated the whole course 
of legal procedure from beginning to end," 
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.All of the questions raised were considered by the 
Select Committee of the House of Representatives, which as to 
this subject rendered the following report:- 

,,The save-harmless clause as now used is .the result 
of legislation by the Congress.,, 

"Prior to lhe Act of June 25~ 1910 (56 Stat. 851), 
no liabili~T for patent infringement; to use that. 
term strictly~ existed on the part of the Government; 
for the reason that such an infringement is a tortj 
and the Congress had never consented to permit the 
Government to be sued on tort. That act provided: 
lwhenever an invention described in and covered 
by a patent of the United States shall hereafter 
be used or manufactured by or for the United States 
without licehse of the ovmer thereof or lawful rights 
to use the same, such ovauer's remedy shall be by 
suit in the Court of Clai~.s , with certain provisions 
which ar~ not material to this discussion.,, 

"The United States Supreme Court in the case of 
Crozier v Krupp. (224 U.S. 203) clearly states the 
situation as it-existed prior to the above act 
and the object which the Congreas desired to 
accomplish by the enactment of that act in the 
fell owing we rds : 

IThe t~xt of this statute leaves no room to 
doubt that it was adopted in contemplation 
of the contingency of the assertion by a 
patentee that rights secured by him by a 
paLent had been invaded for the benefit of 
the United States by one of its officers~ 
that is that such officer alder thc conditions 
stated had infringed a patent.' 

"The enactment of the statute~ we think~ grew out 
of the operation of the prior statute law concerning 
the right to sue the United States for the act of 
an officer ~ infringing a patent as interpreted by 
repeated decisions of this court; United States v 
Palmer (12 ° U.S. 62); S chillingcr v United o~es~¢~ 
(155 U.S. 16); United States v B~:rdon Fire Arms 
Nfg. C'o. (156 U.S. 552); Russcl v United ot=tesj 
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"i r- 

(198 U S. 229). The e~f~ct of the statute ~ 
thus pointed out in the last cited case (198 
UoS. (P. ,~,o:~j 

~V;e held in Ru.ssell. V United,Star es, (182 u.s. 
s16; ssc) that in order to give the Court of Claims 
jurisdiction under the act of March 3; 1887 (24 
Stst. 505~ c 359)~. defining cl,.:,7,~s o.f which the 
Court of Claims had jurisdiction~ the demand sued 
on must be founded on a convention between the 
parties -'s coming together of the minds.' And 
~,-~e excluded~ as not m~,~ting this condition~ those 
contracts or obligations that the law .is ~aid to 
imply from a tort. Schil!inger v United States 
(15S U.S. 16~z); United States v Berdan Fireams 
N.s.nuf_acturLng Co. ~ (156 U.S. $52). " 

'Kn other v~-ords the situation prior to the passage 
of th~ Act o f  1910 v~as this: V1]~ere it was asserted 
that ~:n officer of the Government had infringed a 
patent right belonging to another~ in other words~ 
hod t:'.ken his property for the benefit of the 
GovG~mment -the power to sue the United States 
for r~drcss did not obtain imless from the proof 

r, ] • ,-~ it was est~-olmohed that a contract to pay could be 
implied- th,r,t is to say~ that no right of action 
existed ag~:inst the United States for a mere ac$ 
of wrong doing by its officers. Evidently inspired 
by ta~:, injustice of this rule as applied to rights 
of the character of those embraced by patents> 
because of thf~ frequent possibility• of their 
infringement by the acts of officers under circum- 
stances which would not justify the implication 
of a contrqct~ the intention of the statute to 
create a remedy for this condition is illustrated 
by the declaration in the title that the statute 
was enc cted to provide additional protection for 
o~'mers of pat.~mtso To secure this endj in 
comprehensive terms the statute provides that 
wnenCw~r an invention described in and covered 
by a patent of the United States shall 'hereafter 
by us<:, by the Un'.ted States without license of 
the ovmer thereof or lawful right to use the same; 
such o~tmer may recover reasonable compensation 
for such us~ by suit in the Court of Claims." 

• -ii- 



That is to sayj it adds to the right to sue the 
United States in the Court of Claims already 
conferred when contract relations exist the right 
to sue even although no element of contract is 
present. And to render the power, thus conferred 
efficacious the statute endows any o~er of a 
patent with the right to establish contradictorily 
with the United States the truth of his belief that 
his rights have been in whole or in part appropriated: 
by an officer of the United S~ates~ and if he does 
so establish such appropriation that the United " 
States shall be considered as having ratified the 
act of the officer and be treated as responsible 
pccunarily for the consequences ~. 

~i~e find nothing to justify the charge that the 
save-harmless clause is wrong in principle or an 
authority granted to the officials of the United 
States to aircraft manufacturers to steal patents 
of inventors. ,, 

,As slated by General Patrick it 'merely puts in 
simple language the law of Congress. 

Several other angles of the problem developed in the 
emergency of the ~~ar and the decisions of the Supreme Court. 
Their solution must be taken under consideration in getting 
a complet picture and understanding of the past as it will 
be applied to the present and future.° These include the 
complicated and conflicting ownership of patents relating to 
aircraft out of which resulted the formation of the Nanufacturers 
Aircraft Association and the adoption of the Cross License 
Agreement~ the equally complicated and conflicting relations 
between the owners of patents relating to radio~ also ~'.~hat 
occum"ed when the United States collaborated ~ith the British 
Government in the adoption and procurement e£ aeronautical 
supplies and devices; and then the complications which resulted 
in the attempt to cooperate with privately o~med engineering 
and industrial organizations in the development of ~&litary 
devices~ which can be illustrated.in the origin~ conceptionl 
engineering development and final accomplishment of th~ Earth 
Inductor Compass. The lat~er experience illustrates the 
overlapping and intermingling cooperation of Government 
officers and experts of tho Bureau oi'~ ~.ndards~ the I@.teriel ~t ~ 

Di~-ision of th~ Air Corps~ of contractors with the Gow~r~ent 
s~d individual inventors. 
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In the year 1916, there-veer~ two principal groups of 
p~:.tents relenting to aeropla:nes, one of ~'~hich was o~aqed by the 
%~right-}~!artin Company and the other by the Curtiss Aeroplane 
& Notor Corporation. These two companies were engaged in suits 
~g~inst each other for infringement, and neither of them held 
such a controlling m~asur~ Of patent rights that it could 
build e.n airplane without trespassing upon the other. 

It is obvious th~~t no other manufacturer could 
construct sirplanes -~ithout procuring a lic~rise from bothj 
and the status of the litigation between the t~o companies 
wc.s such that fevJ outsiders would venture into the industry. 

Both gro~..ps were inclined to charge excessive rates 
of roy,?.ities. 

In this state of affairs, Fr,.~nklin D. Roosevelt, 
Acting Secretary of the N:~vy, addressed the National Advisory 
Committee for Aerona~utics on January 13, 1917 as follows: 

"! desire to bring to the attention of the Fxccutive 
Colmmitte~:: of the National Advisory Commi%tee for 
Aeronautics~ thc serious stc~te of affairs ~hiGh is 
being brought about by the uncertainty of the 

..~ . L  -.'. s~tu~ion as r~gards aeronautic patents. 

V~:.rious comps~uics are thre~tening all other airplane 
and seaplane companies ~rith suits for infringement 
of patents. The result is a general demoralization 
of the entire trade. It is difficult to get orders 
filled because some companies will not expend any 
more money on their plants for fear that suits 
brought against them v~ill force them out o£ business. 

To protect themselves in case they are forced to pay 
large license fees the companies have greatly 
increased the sale prices of their products, j~s the 
Army s~d the Navy are the principal purchasers of 
aircraft in this countryj they are bearing the brunt 
of this levy. 

It is thought that the National Advisory Co~nittee 
for Aeronautics might be T..ble in some ~s.y to render 
great assistance to the Navy by Imdertaking a study 
of this quc.stion ~.nd sugsesting some line of action 
to be taken." 
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The Acting Secretary of War addressed a similar letter 
to the National Advisory Committee for Aeronautics. 

That Co~,~ittee reco~_ended the formation of a holding 
corporation for airplane patents for the granting of Cross 
Licenses among all Subscribers, the collection of royalties 
and distribution of the royalties received bet~veen Wright-Martin 
Company 3 the Curtiss Aeroplane & Motor Company and the Holding 
Company, which c~me on to be known as the Manufacturers 
Aircraft Association, 

The Secreta~/ of %'~ar requested ard obtained the 
opinion of Attorney General T, W. Gregory, as to whether that" 
arrangement was legnl. Secretary BcJ~er recited the situation as 
it existed and asked to be advised as .follows: ' 

"In accordance ~th the arrangement thus developed~ 
the War De~?.rtment now desires to proceed with the 
placing of contracts for airplanes with airplane 
manufacturers thus orgsnized, and in order that 
the legal status of such organization may be 
properly dete~mined~ the Department desires to 
invite the attention of the Department of Justice 
to the articles of agreement of the Manufacturers 
Aircraft Association, and to ask an opinion 
regarding the legal status of such Association , 
and in particular, as to whether such articles 
are in any r~spect in controvention to the anti- 
trust t~tut~s of the United States. 

In reply the Attorney Genen i made a complete analysis 
of the facts and law involved~ and said: 

"Not to go into further detail~ it suffices to 
say that upon the data submitted to me I am of 
the opinion that the Association, Inc., as now 
constituted and the cross-license agreement 
under ~.~hich it is now operated, are not in contro- 
vention of the smti-trust laws of the United States.,, 

This Cross-License Agreement was inm~ediately attacked on 
numerous grounds~ and the Aircraft Board which has been created 
by Pr~sident Wilson 3 requested a Comuittee of prominent Pstent 
La~.~ers to advise as to the reasonableness of the rates of 
royalties which the Cross License Agreement provided for. 
This Committee in sunmmry said: 
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L~We are informed that the machines to be built for 
the United States Government will cost anywhere 
from @4j.500 to upwards of @20j000~ each according 
to the type of machine. The royalty of @200 
provided for in the cross-licensing agreement for 
a license under all of the patents controlled by 
the several companies who shall become parties to 
the agreement~ is thus slig tly less than five 
per cent on the lowest priced machines and approxi- 
m,&tely one per ceht on the cost of the highest 
priced machines." 

J 

"In f,z:ct in our opinion that amount in question 
would be a perfectly reasonab1~ royalty under 
the ?Ir~'ght patent alonej and possibly under the 
Bell et al patent lone~ to say nothimg of the 
other patents covered by the cross-licensing 
agreement. V,e are informed that a considerable 
time prior to the date of the cross-license 

m~.nuf~cturmng concern procured agreem~nt~ one ~ ~ " 
a license from the Wright-Comp~ny under the Wright 
paten~ above referred to and p~id @I~000 per 
machine as royalty on a considerable nmilber of 
m~chines which it built under the license." 

This did not quiet the criticism and opposition to 
wha,.tever was attempted in dealing with the owners of patentsj 
and President Wilson requested Justice Charles Evans Hughes 
to investigate and report upon the practices involved in the 
Cross. License Agreement. In response he rendered a report 
entirely sustaining the practice in part as follows : 

"V, fhatcwm maybe said of the charge that this 
arrangement tends to discourage future inventions 3 
one of its results w~s to enable the Government 
through contractors~ to secure the use of all 
necessary p~.t~nts at a fixed cost ~.nd with little 
friction. It was not entered into until the 
Attorney General had given an opinion that it did 
not conflict ~~ith the anti-trust laws. I find no 
basis for the suggestion that in bringing it 
about the members of the ~ ' ±.Ircr,.ft Board were 
c.ctu~.ted by an unlawful or dishonest motive.,, 

The c , .  ~lect Committee of Congress in its report of December 143 
o also gave the practice a clean bill of health. 19~,,5.~ 
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Officials within the Government Service conducted such 
a criticism of the status of the Manufacturers Aircraft Association 
and the Cross-License Agreement that the Controller General 
disallowed payment of royalties thereunder. Thereupon a suit 
was brought against the United States in the Court of Claims of 
the United States~ and a judgment was rendered in favor of 
the aanufacturers Aircraft Association in the sum of ~363jS00. 
Every possible consideration that coul4 be brought against the, 
practice was considered stud disposed of. 

Thus it can be said that the practice of dealing with 
a complicated group of patents relating to a mechanical 
organization by cross-licensing is supported by the judgment 
of Frc nklin D. Rooseveltj Newton D. Baker~ Charles Evans Hughes, 
The Select Committee of the House of Representatives 3 and the 
United States Court of Claims. 

~(DiO PATENTS 

Something of a similar condition developed in respect 
of patents on radio after the Supreme Court decisions previously 
mentioned. 

Many Controlling patents were held by the 1~larconi 
Company s nd the DeForrest Company. They had been involved in 
litigation against each other. Injunctions and certain judgments 
had issued whereby it was impossible for either to manufacture 
the necessary radio equipments desired by the Government without 
violating the orders of the Courts snd both companies were 
frightened by the decisions of the Supreme Court. It would 
appear that they would be responsible for the completion of 
the contracts th"t each had taken with the Government, 

In that situation the arrangement was made that each 
and others involved would suspend their rights for the period 
of the war and depand upon a negotiated settlement with the 
Government covering all phases of the radio situation through 
a Board which was created by the Secretary of l~ar~ Secretary 
of the Navy snd the Attorney General, A precept was sig:ned 
by those three cabinet ministers which may be summarized 
as follows : 

"Now therefore it is directed that the officers and 
representatives of the War Departmentj Navy 
Department~the Department of Justice~ and any 
successors of any of said members .,,,,~, shall continue 
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as a Board ~,~' ~'~,~ to investigatej hear and examine 
the questions relating to the liability involved 
in the use by the Government of patents on radio 
apparatus and similar devices snd render to the 
several heads of the Departments mentioned their 
conclusions and recommendations therein," 

That Board heard and considereg many claims relating 
to Radio Apparatus snd they were classified under sixte~ 
headings : 

Complete transmitters and receivers 
Re c e ive rs 
Transmittcrs 
Detectors (crystals) 

~ rc Transmitters 
Receiving tuners 
Vacumn tubes 
~ave changers 

Viave meters 
De crometers 
Quenched gaps 
Directing finding 
apparatus 
Ludion Detectors 
Condensers 
Radio telephones 
/~npl i fie rs 

In the presentation of each of th~se claims the owners 
of the patents agr<~ed to abide by the conclusions and actions 
of the Inter-departmental Radio Board. 

INTERNATIONAL REL2~TI(~N$ IN PITE~,~S 

~ihen the United States declared war against Germany 
and becs~e an ally or associate of England and Francej it was 
found that those countries had made many developments relating 
to munitions and more particularly to aircraft during the two 
y~ars that they had been engaged in war which had been kept 
sccrct and which the Unite~, States and they desired would 
become available to use by the United Statesj but the private 
property rights involved had to be ts/<en into account, 

Colonel Boiling went to England and France and made 
with England what came to be kno~n as the Belling Agreement~ 
in which England agreed to disclose to the United States and 
for its use all of its latest and best developmentsj and 
assume the entire liability to the owners of such designs 
and patents belonging to British subjects that would be 
employed by the United States during the War, provided that 
the United States would compensate for such user as occurred 
after the war. It was also arranged that the liability 
should be determined by a Commission representing both 
countries which would be assembled after the War. 
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In the year 1922, England and the United States each 
appointed three representatives which cmme to be known as the 
Belling Co=~ission or the Commission for the adjustment of 
Foreign Clai~a. Sessions of this Joint Commission were held 
in London throughout the winter of 1922 and 1925, when every 
Claimant was heard as to past and future uses. England paid 
to its citizens over ~600,O00 for uses made of their inventions 
during the war by the United States and the United States paid 
approximately $50,000 for the right to use a few of them after 
the war. They included the airplanes nnd engines that the 
British had developed and which were employed by the United " 
States, together with bomb sights, propellers, navigating 
instrumentsj synchronizing gears and airplanes, and many more 
devices too numerous to mention. Congress ~de a special . 
appropriation to cover the entire proceeding. 

MIXED PROPERTY IN INVENTIONS 

The problem of properly alxl legally dealing with the 
property rights involved in patents and inventions became 
complicated by the over-lapping ~nd intermingled relations 
between the Government and unrelated ovn~ers of patents. This 
can be illustrated by the development of the Earth Inductor 
Compass. The Air Corps of the Army allotted a fund to the 
Bureau of Standards for experimental work in the production 
of an Earth Inductor Compass. T~o distinguished scientists, 
Dr. B1dggs and Dr. H~yl,: made a basic invention and constructed 
a crude embodiment. This work was performed by Government 
employees on Goverr~nent time and at Government pay. Applications 
for patent for their inventions were prepared and f~! ed by 
Patent Attorneys employed by the Government. The crude embodi- 
ment of the device ~as taken to NcCook Field of the Air Corps, 
~here it was given further development. This development was 
further refined by sn Engineering Company under contract with 
the United States , in which certain improvements were accomplished, 
and for which the Goverlm~ent paid as an engia~eering project. 
With this background, the Air Corps entered into a contract vahth 
the Pioneer Instrument Compeny for further refinement and 
stipulated that any inventions or improvements produced would 
inure to the benefit of the Government. One of the engineers 
of that Company filed several applications for patent for 
inventions which he made as an employee thereof and that Company 
later on advertised and claimed the Earth Inductor Compass as 
the accomplishment of the Piol,eer Instrument Company and brought 
a claim against the Government under his patents. It can be 
seen that very careful consideration must be given to the 
language and conditions of contracts when such overlapping relations 
exist in the dev.elopment and refinement of a device. 
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INVENTIONS BY GOVERNNENT E~J~LOYEES 

Thus far no reference has b~en made to the 
property rights of inventors employed by the Government in 
their relation to the Government and to industry. This 
has been a controversial subject, but has been quite well 
clarified by recent Court decisions. 

In 1883 Congress passed an Act embodied in 
the Appropriations for the Department of Agriculture which 
authorized the Co~mJ.ssioner of Patents to accept applications 
and grant patents to officers and ~mployees of the United 
States~ ~,,ithout the payment o£ Govermncnt fees~ provided the 
applicants stipulsted that the inventions~ if patented~ might 
be used by the Gov,~rmment or its officers or by any other 
person in the Unite~ ~ States vrithout the payment of roy~Ity. 
There was much uncertainty as to the meaning of the words 
',fOr any othe~ person in the United States" because it migh$ 
be held that such language comprised a dedication to the 
public which in many cases was not intended. By ~m Act of 
April 30~ 1928, th:~.t law v, Jas so amended as to make it alear 
that t~se conditions only related to uses by or for the 
United States and by officers o£ the Government on its 
behalf. This means that commercial rights under such 
inventions are reserved to the patentees. 

By the Act of 1910j as amended~ the right 
to sue the Government was not extended to persons.who were 
officers or employees at the time they made inventions or 
at the time they might present a claim. 

Under these laws and some decisions relating to 
the subject of employGr cad employee~ some of the Departments 
of the Goverr~nent undortook to claim thct all inventions made 
by Goverr~nent employees vested in the United States and denied 
to such inventors any private commercial rights. 

/ ̧  

J 

This controversy was litigated and finally decided 
by the Supreme Court of the United States in dealing v:ith the 
inventions m~.de by Dunmore c~nd Lov~ell, employe~ss of the Bureau 
of Standards. In this ducision of April i0~ 19SS, the entire 
subject of employer and employeej c~nd more particularly that 
of the officer and employc~ of the Government ~vas reviewed 
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and determined. It was held that the Government was enti%l~d 
to use the invention of an employee for its own purposes and 
requirements; but that in every other respect the invention 
and patent was the property of the officer and employee. 

One further consideration should be developed. 

THE REspoNsIBILITY OF O~?ICERS 

It has been previously said that jurisdiction has been 
extended to the United States Courts to proceedings against the 
Government under oontract express or in@lied by the owner of 
a patent; and that a contract can be spelled out of the actions" 
and expressions of officers; upon which recovery has been 
accomplished. 

The Court of Clai~r.s held in the case of Lampert 
Nanuf=~cturlng Supply Co. v United States (C. C. 65; page $79) 
that the burden is upon t}e Government to show the absence of 
authority to contract - that is to say prove a negative -when 

JrC- 

oi~mcers and agents have been held out to be responsible 
representatives for the obvious duties of their positions. 
The Court said: .... 

"The courts will assume that an officer in the 
perfonT~ance of an official act, not only took 
all necessary preliminary steps required but 
acted within the circumference of his s uthority. 
There is a preseumption in favor of the legality 
of his official act (United States v Coej "170 
U.S. 681;697) ~hich must be overcome by 
satisfactory proof that the officer exceeded 
his powers (Fauvergen v United States~ 18 How.) 
etc. ,, • ' 

A contracting officer or one occupying a position of 
responsibility might thus unintentionally involve his Goverm~ent 
in an obligation unless he is Dally informed of the legal status 
of his action; when he undertakes to contract v;it~in the renlm 
of his authority and obvious duties and deals with the property 
of patents. 

Then there may occur a seeming contradiction when an 
officer deliberatley attempts to s IpuLte off the effect of t" 
the law governing a transaction ~nd the property rights involved 
relating to patents. 
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The practice has recently developed in the War Department 
of requiring the contractor v~ith the Government to assume the 
entire liability for the use of patents in the performance of 
the contract. 

The following is a typical clause: 

"Patents. The contractor shall hold and save 
the Goverrmlent~ its officers~ agentsj servantsj 
and employees~ harmless from liability of any 
nature or kind~ including costs and expensesj 
for or on s~ccount of s~y patented or unpatented 
invention, artic!e~ or appliance manufactured 
or used in the performance of this contract~ 
including their use by the Government.,, 

~,~]uere any patent or patents are to be expected from the operation 
of this article~ such exceptions Will be specifically stated~ 
by reference to the patent number~ date of issue~ and name of 
patenteej in a proviso to be added to the article. 

This provision is a manifest attempt to stipulate off 
s~d nullify the ]nv~ of Congress as interpreted by the Courts. 
If the clause is not absolutely void~ it is futile for its 
intended purposes~ and only produces a complication without 
any material bene fits. 

The Act of 1918 very definitely impos~ the liability 
invclved upon the United States; and absolves the Contractor. 
That conclusion is inevitable from the decisions mentioned. 

The ovaner of a patent that may be infringed is not 
privy to such a contract~ and J s in no m~.nner bound, 

How~ therefore 3 v,dll this practice operate? 

The ov~er of a p~tent will sue the United States. 
is his only recourse. 

It 

The" Government will be obliged to defend the case in 
the Court. Just as much labor and e~tpense will be incurred 
as if there were no provision as the onc quoted. Such a 
proceeding frequently consumes several #ears in the Court~ 
and is very expensive. 
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If an award or judgment is obtained 3 the Government 
must pay the billj and then look to the Contractor for reimbursement 
if he can be foundj is still in existence and solvent. If the 
Contractor declines to pay~ the Government is then obliged to 
bring suit against himj perhaps in his local Courtj and before a 
"jury of his neighbors. 

Thusj the Government may have to bear the expense of 
two suits inste~/~ of on% ~md take its chances of recovery in 
the one against the Contractor. 

It is also reasonable to assume that a prudent contractor 
will consider the possible cost of the liability assumed, ~md 
include it in his first price. Thusj the Government in effect. 
will pay the cost in advance of a claim~ take the chance of 
h a v i n g  to pay ~,~~" ~.6~..in f o r  a n y  judgment  o f  t h e  Cour t  ana t h e n  
t~kc further chance of recovery against the Contractor. 

A Court of Equity might properly hold that a contractor 
under these circm~istanc~s has surrendered his inm~unity to 
injunction~ and issue ~ restraining order ~ ~" ~- ~.g~lnst him~ and the 
Gove~r~,ent would be right back to the. condition that Franklin 
D. Roosevelt undertook to have corrected by law. 

ULTRA VIRES 

If and ~'hen the Government should, sue a contractor in 
the premise recited; it is possible that he would set up the 
doctrine of ultra vires in defense. That doctrine laay be defined: 

"It denotes the act or contract of a corporation 
beyond the powurs conferred upon it in its charter. 
It is variously applied to its authorized acts 
p~r fo  - rm~c~ i n  an u n a u t h o r i z e d  ~ t n n e r ;  i t s  a u t h o r i z e d ,  
a c t s  pe r fo rmed  by a g e n t s  of. the  c o r p o r a t i o n  

~.,nthorlze¢. so to  a c t ;  p o s i t i v e l y  i l l e ~ . .  ! a c t s  
of thc corpcration~ but most specifically to its 
contracts to perform acts for which it is "-~ ~ -,~ unlrLpow~ rc ¢. 
in its ch~rte.~ The general rule is that ultra 
vires contracts cannot be 'nforce~ and any stockholder' C 

or creditor can bring restraining suits against the 
co rporation. ,, 

There does not ,nppear to be any decision that is "on 
all fours, }¥ith the circumstnnces here involvec 3 and there are 
some c.uthormtmes that ",Iould have to bc encountered in ~hich 
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it was held the beneficiary under a contract ~muld be estopped 
from setting up the rule as a defense. These decisionsj however~ 
are also unequal to the conditions under consideration. 

It just seems to be obvious~ however; tthat a contracting 
officer of the Government is not competent to suspend and 
nullify the express will of Congress as embodied in the le~,~ 
governing a transaction. 

T T e  "T D-SCLoS.ON /.ND SUCC~ESTIONS 

There are many details and side lights that could be 
developed which would only relate to r~<mifications of the 
major premis~; which time and the occasion does not warrant 
discussing 3 but a few definite conclusions are inevitable. 

(a) Most of the grief that has been described 
occurred in th~ midst of .the greatest ~var in history. It is 
the duty of the Ar~<¢ to anticipate and prevent similar conditions 
before the next war occurs. The theory should be adopted that 
the Amy is always at war; and have its organizstion so 
assembled end oiled that no such conditions could recur. 

(b) Every effort should be made to encourage inventors 
and designers to submit their devices for consideration; stud 
abandon the attitude of Admiral Farragut toward torpedoes as 
applied to patents, 

The follo,,.mn~ principles and practices should be 
recognized and respected at all times : 

i. P~.tents and Designs are property and may not be 
appropriated and used by the Government with impunity; 

. The Government is liable for the unauthorized 
.use thereof. 

% 
. A contractor with the Government is immune to 

liability to the o~mer of a patent. 

. It is incompetent for ~,.n ofiicer of the Government 
and a contr~ctor with the Ooverrment to stipulate 
thct the law relating to a contract and property 
shs, ll be rew'rsed and the contractor assume the 
patent liability in its contracts. 

. The Government must assume the liability that 
rusts upon it; ~nd insert ,"in s~,nple Is~guage 
the law of Congress." " 



. The War and Navy Departments should follow the 
sugoestions of the Select Con~nittec of the 
House of Representatives _ 

"That means should be provided whereby the 
inventor who alleges violation of his 
patents by the Government may apply for 
relief other than by resort to the Court 
o f Claims. ,, 

I could recolr~nend the character of such an 
agency which could go very far in bringing 
to the Government confidentially me.my developments 
that inventors now conceal - and the Army and 
the Navy would be highly benefitted~ but that is 
not pertinent to the present occasion and discussion 
but must be met elsewhere. 

It can be furtl~er said that the best informed Government 
official on the whole subject is the President of the United 
Str.tos. 

ooo0ooo 

Discussion Following Lecture 

Q. Colonel Young 3 1 am intrigued with the condition 
that exists when a contractor has a contract with the Government. 
He is perfectly free~ the way I look at it~ to use patented 
items. If an organization has a patent and they want to get 
into a contract ~ith the Governmentj that organization can not 
sue ~-my one to get its p, ~ent rights back but any other 
rg~n~_z~tlon that has never produced that item can Qome in and 

m_.nui~.cture the item and the Goverrm~.ent must pay them for it. 
In other "#ords~ the organization without the patent ~ar~ 
underbid the organization theft owns the patent on any contract 
that they have with the Government. That does not seem just. 
It would seem to me that something should be done to prevent 
that. 

A. That certain agencyj as I suggested~ might very 
~'~rell ts,.ke that under consideratione There is~ of cours% 
a differential in favor of the contractor who owns ~ patent 
that gives him an advantage in competing with an organization 
that does not e'~al a patent. Colonel Hall will remember a 
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situation years ago when the Curtiss Aeroplane and Notor 
Company brought out a fine new type and design of airplane. 
The Goverrmlent made the mistake (I hold it was a mistake) 
to advertise for competitive bids for the device which that 
company had produced and a tramp manufacturer with no 
background or responsibility or engineering organization 
underbid the Curtiss Company. Therefore 3 there is a 
differential that I should say should properly apply to the 
concern that has built up a development and o~ms the property 
rights involved and the patents on their improvements. Is 
that what you had in mindj sir? 

Q. Yesj that is exactly what I had in mindj but 
we have no way of knowing what that proper differential is 
and we have no way of knowing what all the patents ~re when 
we go out to buy somethingj so it looks like it is rather 
difficult to handle it. 

A. Of course under that circumstance the best guess 
is the one that must be followed. The Comptroller General 
some years ago authorized the making of a contract with a 
higher bidder~ taking into consideration the diff~rential: or 
the values of the o~rncrship of patents and superior facilities, 
Und~.r circ~istances of that kind~ as and when such a situation 
was reported to him in advance~ he would allow that differential 
to occur rather than hold the contracting officer blindly to 
the lowest bod. 

.Q. What is the present legal distinction in regard 
to an officer or employee of the Government who develops a 
patent in connection with his official duties or on his own 
time entirely aside from his official duties? 

A. Under the broad lawj or the strict law of 
employer and employee, if that officer is designated and has 
been assigned as his duty to develop or invent a particular 
thing~ th~n the product of th'~.t duty inures entirely and 
exclusively to the United States. If: however, such an 
invention is incidental to a duty or performedwithin the 
time of setvice: and unlc~ss so spc~cifically d~signated: then 
the patent rights belong to the inventor subject to the right 
of use by thG Goverr~u~nt without compensation due to him, " 
That was the case of Lowell and Dunmore which went to the 
Supreme Court c~f the United States. They wcre engineers at 
the Bureau of Standards and they made certain inventions in 
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radio receiving sets. The case is Dubili~rCondenser Corp. v 
U.S. (289 U.S. 3 p. 178). Several of the departments tried 
to make the rule apply that those inventions and the property 
rights therein belonged to the Government. The case was 
carried, as I said, to the Supreme Court of the United States 3 
which court made the decision. It recites all the various 
conditons and ramifications of relations that can exist 
between the Government and an officer or employee of the 
Government. 

q. Up until about June of this year this saving 
clause was required in contracts; at least in Signal [orps 
contracts. Do you know whether that saving clause is still 
required? 

A. I do not. 

Q. Assume that it is for the purpose of this question, 
We have a situation where a proposal is issued for material 
with the saving clause in it , 

harmless. 
That is to say the contractor saves the Government 

t 

Q. The contracting officer can not do anything- he 
has to do what he is told to do. The firm holding the patent 
thinks that the equipment and the amount of the equipment is 
too small and they do not bid. Sometimes the proposal is 
readvertised and due to the failure of the firm holding the 
patents to bid the first time the small firms begin to bid• 
The small firms get the contract and the firm holding the 
patent rights comes around and gets after the contracting 
officer and the small firms s~d threatens them~ and the 
Goverr~nent's business is delayed. I do not know why these 
firms do that except that firms holding the patents t~Ank 
they can force the Government to buy in th~ open market at 
their price. Has a contr'acting officer under such circumstances 
j.% • 

~.nythlng that he can do? 

A. If he is proceeding under orders there is not a 
thing he cs~ do, The only recourse is that the owner of the 
patents may proceed against the Governmunt and the Government 
is liable. I will say to you; sir; I guess it is fair for 
me to say to you~ thnt General Mauborgne reviewed this lecture 
before it ~vas delivered and is in complete accord with it. 

Q. It is a very serious situation, 



~ ~ ' : ~  ~ ' ;  ...~ i ~ 
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Q. (General Nauborgne). I am not here to throw a bomb 

shell into the assemblyj but to get further information. I 
would like to know just what the Government gets when it takes 
over the patents of the inventor° VV~t use does it ever make 
of these patents? In other words~ here is a case: An engineer 
in the Government takes out a patent on a certain invention. 
The C~vernment gets rights to that patent for its ovm use; the 
colmr~ercial rights go to the inventor. He turns those over to 
Company A• The other companies come in and bid on a particular 
pi~.cc of ~p,.~.~oratu v~hich embodies not only that invention but 
640 other inventions. I have yet to see a case where the United 
States Government has gotten one cent reduction in the cost of 
a contract because of the fact that it owned one~ twoj or three 
inventions which were used in the production of that piece 
of equipment ,,T~-~t do wc do with it when we. get it? You can 
say: "he cross license." That is to say: '%7e can give authority 
to other firms to make apparatus for the Goverr~nent only under 
that particular patent"~ but I can not see that eve ever get one 
cent of return for the ~ct that we took these patents out for 
these gentlemen. I would like very much to have Colonel Young 
tell us something about that phase of it because it appears to 
me wc have bought inventions from various people like Han~nond a 

obt~.mncd ~. certain number of patents from the Germans we have ' ~ '  -" " -  

~nd ~.ustrians ~us c. re,_ult of our negotiations a~ter the war; 
we have acquired ~. g~e,~.t number of patents through the efforts 
of th~ Army ~:.nd Na,..vy officials~ but I m.ve never seen the case 
where t, hc price of ?. contr~<ct with any company on the outside 
has been reduced bees.use of the fact that the United States 
Government held the patent. We go out on the open market and 
take the lowest bidder and no one reduces the price because 

~, "~ .--, JA we h..~.~n to hav,~ on~ or more patents involved in a particular 
piece of goods coming in• Is that not right? 

A. The only valuG I find in it~ if you pleasc j is 
onc v~hich is not i~cdi~tely obvious - it is ulti1~.tely 
obvious. It occurs beck.use the Government becomes immune from 
suit by those ~~ho miobt othe~vise have owned those pat~_.nts 
and hald the Gow~rnm~nt responsible. One farther consideration: 
The Rules of Pr~ctm~e. in the Patent Office and the law permit 
an application for ~'. p~'.tent that is ov,~ed by the Government 
to occupy a preferential position in that if it should be 
c~_,~rtified to the Cor, r~is~.sioner of Patents that a pending application 
~.nd its disclosuras ~.rc material to tho national defense that 
~.plilmc~,tion can be held in the ~atcnt Office under the three 
y~ar proviso for ~n indofinite length of time. Neanwhile~ as a 
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matter of military value it does not become disclosed to the 
world. That has an additional value~ I considerj and has been 
practiced to valuable effect by both the ~rn~ and the Navy 
withholding valuable inventions and disclosures that are 
important to the defense of the country from being disclosed 
to outsiders in that manner. 

Ge ne ral ? 
Colonel Jordan • Does that answer your question~ 

General Mauborgne: I do not think the Colonel has 
cited a case in which we got any money back under the 
circumstances which I mentioned. I understand very well the . 
background he mentieDs - that we have a certain immunity in 
the first case and in the second case we are able to withhold 
the issue of the patent, but I would like very much to have 
the Colonel develop that last idea of his a little further. 
I of course know that we can hold patents from being issued~ 
we can hold them secret in the Patent Office for a certain 
length of time. Where do the inventor's rights come in in 
that case? Must it be a case in which the Government official 
tells this particu!~r inventor: "You are to develop an 
absolute radio altimeter for the Air Corps and if in so doing 
you produce an inv.mtion all rights then vest in the Government,,? 
In %,h.t case I can see how the Government can well go into the 
Patent Office and say: "field up on that, we have all rights and 
interest to that thing,,~ but when an inventor produces a device 
the co~ercial rights of ~hich give him a perfect right to sell 
to some one on the outside, how do you hold that particular 
inventor up ~nd prevent his patent from going through the 
mill? Artn't you in effect interfering with his rights when 
you do that? 

A. You can not do it. In other words, you have got 
to buy it from him, get an assignment from him, before the 
rule applies to that situation. 

General ~auborgnc: You do that in every case where 
he is a man who is on your payroll. You get an assignment for 
Government use only, you do not ever get sn assigz~m~nt for that 
man to say that he foregoes his commercial rights and permits 
the Govelmment of the United States to hold up that patent 
as long as it feels necessary. It is a point that is now causing 
a good deal of trouble in our laboratories. 

A. General, that has happened. It has happened 
frequently~ sir, that where the Government is involved or 
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interested in withholding from the public this invention which 
is of military value they have bought it outright; with certain 
assignments, and then have taken c.ver the conduct and management 
of the case in the Patent Office and kept it there for an 
indefinite length of time. I did it myself~, sir 3 when I was 
in your service, 

General ~auborgne: I know very well you did. 

Colonel Jordan: 
know about. 

~,,J are getting things we did not 

Q. I have a questionj Colonel Young~ with regard t~ 
your statement that the savings clause in the proposals 
regarding the protection of the Government against patent 
infringement shouldbe left out of the proposals. Why is 
that? Is it the assumption that the Government even in times 
of peace has the right to the use of any patent regardless of 
who owns them or thst that should only apply in time of war? 
The point that I make is that bidder A uses the patent of 
bidder B. You stated that bidder B may proceed against the 
Government. That does not seem to me to be right because the 
Gow:rnment is no p,".rty to that infringement. Bidder B should 
proceed a~cinst bidder A for infringement s otherwise the 
Gov~Im~.lent by thtt very act is opening up the avenues to 
patent infringement ~.nd would lead to a very chaotic condition 
in business, to my mind. 

A. The point is that the Government itself should 
have control and bc entirely responsible for the infringing 
use of ~ third party's property so as to prevent that third 
party in. peace or in an emergency going before a court and 
having that court stop the performance of a contract with 
the Government. It was just exactly that that Bit. Roosevelt 
asked that the Congress should correct in the restrictions 
or limitations of the law of 19]_0 as it existed under the 
decisions of the Supreme Court of March 1918 and until the 
amendnent to that Act of July 2; 1918 was passed at the request 
of ~,~. Roosevelt. 

Qo As I understand it then~ your position is that 
in time of peace we are ~;.ctually at ~¢ar- ~,,~th respect to any 
use of patents for war p~_anning purposes? 

A. That is correct~ sir~ and I take that position 
because right in the middle of that situation which we were 
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engaged in in 1918 we had to stop end start all over again and 
there was a considerable cm~ount of confusion. General 
Naubornge will remember when Dr. De Forest came d~vm at that 
time and said: "I can not go any furtherj we can not produce 
any radio apparatus.,, The Western Electric Company had the 
same situation develop and we worked tothether and got 
straightened out and had the In terdepaz%mental Radio Board 
created. They all agreed that they would go along with us 
and not enforce their injunctions end decisions against 
each other for the period of the war. It was critical for a 
while and Dr. De~brest was terribly excited about the 
conditions that developed. 

Q. Lq%~.t are the circumstances under which w e  can 
take over foreign p~.tents on ~-Day, not only from the country 
with which we are at w~tr but perhaps another foreign country? 
~%%lat delay will be involved there and how quickly can we take 
r,.dvantage of foreign pc.tents? 

A, Do you mean a patent of a foreigner granted by 
the United States? 

Q. Thr..t is it. 

A. They stand in no different position insofar as 
their use by the Government is concerned than a patent owned 
by a citizen of the United States. In the last war a special 
Act of Congress substantic.lly declared that the patents owned 
by German citizens were contraband and they were seized and 
operations were suspended commercially under them except as 
they were licensed by the Alien Property Custodian. They 
were seized by the Alien Property Custodian. That was under 
special w~r time act. 

Q. Do you thin][ we should take steps to incorporate 
in this law which we expect to incorporate in the Resources 
Administration on M-Day such a provision again? 

A. I do~ because they will do the same to any 
patents which we l~ve in any enemy country and then we will 
have ~rad_ng values when peace is declared. 

i~5~at agreement in international or other law We 

is it then that prohibits one nation from using the patents 
developed in another nation? What ! mean is that one foreign 
company ~hat we M~ow of is said at least to be purchasing a 
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small number of.'items made in this country and then reproducing 
them at home without any further adieu as far as the original 
patentee is concerned. Is there any protection? 

A. Not the slightestj sir. That is going on right 
along. It is going on in Soviet Russia and Japan and some 
other countries that I can mention of my personal knowledge. 

! 
°.. 

Colonel Jordan: There is no c ction that can be taken? 

,,t-; • None that I know of. 

Q. Is it a m~tter of common practice for all nations 
to do that? In other words, we seemj as far as I know~ to be 
respecting the rights of European n~:tions thst produce Diesel 
engines• %e have t~.iked a lot about Diesel engines here~ and 
the American Diesel engines are said at least to be inferior 
to those made in Germany ,<nd S~vitzerland and Sweden end Norway. 

A. There are mishty few of them that I would trust. 
°. 

Q. Is th:,t the reason that we are not infringing their 
rights or is it a matter of ethics on our part? 

A. We are infringing themj if you please; but we have 
provided means by which they can recover for the infringement 

P~ " for instance~ a Frenchmanj that occurs. M• Esns~ult elterle; 
brought sui[ in the Court of Claims for the use by the United 
States of the joy stick in an airplan~ which he claims to be 
his invention. He h.d~ two or three French patents and one very 
unimportant patent of the United States. He recovered <,~nd will 
be paid a considerable amount of money. Now we are using 
Esn~<ult Pelterie's joy stick but we provide means by which he 
can recover ,~. ~ us for'such user undar our law However~ 
these other countries; some that I h~,ve in mind; conceal 
their uses. They buy a few articles and copy them - Chinese 
copies of you plea.re; althought I do not claim that it is the 
Chinese who arc doing thpt. They just make duplications of 
them and get away from the ethics that .you speak of. We try 
to make an agreement before we go into the uses of other 
peopl~'s property. I well remember that right after the war 
there was a great epidem£c of leak-proof fuel tanks for 
airpls.nes ~nd self-healing tsnks. The French had been very 
prolific in doing that sort of work but in ,England and in 
9Tance they h~d a law ~uhich suspended the issue of patents. 
An inventor could set his patent sealed but it would not be 
delivered and it was held up. Those inventionsj war time 
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patents, came out and they came flooding over here, Secretary 
Davis was very much imFressed with some of them and his ethics 
in dealing with those matters was just splendid 3 therefore 
we have kept friendships and have had a lot of things brought 
to us which we would not otherwise have gotten if we had 
started to take advant;~ge of them. I think it is good policy 
to maintain that practice. 

Q. Isn't it a fact th~h that unless a foreign 
inventor has the United States patent that he has no right at 
all to come into the United States and prevent us from using 
his invention? 

A. That is correct. 

Q. In other ~.~ordsj he can not sue unless he has some 
lug in the Americcn patent field? 

A. That is correct~ sir. 

Colonel Jordan: I want to extend the thanks of The 
Army Industrial Col!eg~ to youj sir~ for a very illuminatin~ 
talk, By the wayj the Colonel paid the College a rather large- 
sized compliment, He csme down thr~e or four d~ys ago~ 
brought his proposed speeohj and said he wanted the faoulty 
to criticize it before he delivered it. He did not know 
whether he was talking along the lines that we wanted - intimating 
that the faculty here v;erc patent lawyers. I want to thank him 
for that compliment too. 

Colonel Young: Colonel Jordan~ I want to thank you and 
these other gent!emcn for the fine attention thai you hsve 
given to me sad the interest that you have shown in the subject 
which is so dear to my heart. 




